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DETAILED ACTION 
Election acknowledged 

1 . Applicants' election with traverse the invention group I of clainfis 1-9,18-19 and 
21 is acknowledged. Applicants also elect NF-kB inhibitors(an indirect MMP inhibitor) 
and antl-inflammatories as the species of each component required for claimed 
combination composition. 

It is noted that inclusion of claim 21 in the invention of group I is typographical 
error which is self evidenced by it's own description where the claimed subject matter is 
drawn to a composition whereas the claim 21 is directed to a method as well as the 
nature of group III which properly includes claim 21 . Thus, acknowledgement is made 
of the election of the invention of group I where the election properly includes claims 1-9 
and 18-19. 

Applicants partial traverse the restriction requirement on the grounds that there 
would be no burden in searching the inventions of group I and V because each 
invention use the same active agent(i.e. NF-kB inhibitor). However, this argument is 
not persuasive, as each invention may not be anticipated by others because each 
invention is patentably distinct to each other as self evidenced its own description of the 
claimed subject matter, for instance Group I is drawn to a composition requiring a 
combination comprising NF-kB inhibitor and anti-inflamatories whereas group V is 
drawn to a method only requiring NF-kB inhibitor, and lack of anticipation for each 
invention is also evidenced by numerous patents(see US5095033, US4912096, 
US5684021, US5854290 or US5753693). For example, a composition can be practiced 
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for materially different process of using and the method for treating acne can be 
practiced by materially different product such as retinoids, etc. 

Furthermore, even if there were unity of classification, the search of the entire 
genus in the patent and non-patent(a significant part of a thorough examination) would 
be burdensome. Thus, each invention is found to be independent and patentably 
distinct, further burdensome. 

Therefore, the restriction requirement is maintained, and made FINAL. 

Status of Application 

1 . Upon entering the election, the claims 1-4, 19 (elected species) have been 
examined. If the elected species are found to be allowable, the examination will be 
extended to other claims with a next specie of choice until the elected invention of group 
l(claims 1-9, 18-19) are found to be all allowable. 

2. The claims 1-34 are pending. All remaining claims not drawn to the elected 
invention are withdrawn from further consideration as being non-elected. The following 
rejections are made. 

Information Disclosure Statement(IDS) 

The information disclosure statement (IDS) is submitted on 6/18/2004 and 
9/23/2002. The submission is in compliance with the provisions of 37 CFR 1 .97. 
Accordingly, the information disclosure statement is being considered by the examiner. 
Please refer to applicants' copy of the 1449 submitted herewith. 

Claim Rejections - 35 USC § 102 
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3. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

4. Claims 1-4 and 19 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Murad(US 5,972,999), Blank et al (US 5,605,894) or Bernard et al(US 5607921). 

The claims 1-4 and 19 are drawn to a composition comprising a NF-kB 
inhibitor(an indirect MMP inhibitor) and an anti-inflammatory agent. The claim 3 
additionally requires dermatologically acceptable carrier. 

Murad(US'999 , hereinafter) teaches a pharmaceutical composition for 
prevention and treatment of unwanted skin conditions, wherein said composition 
comprises quercetin and vitamin E, see example 3. As stated in the US'999 patent at 
column 1, lines 66-67 and column 2, lines 60-62, vitamin E and ascorbic acid(vitamin C) 
are acting as anti-inflammatories. It is well known in the art that quercetin is inherently a 
NF-kB inhibitor and an indirect MMP inhibitor which are we, as evidenced by applicant's 
own admission, see instant specification at page 12, lines 30-32 and page 19, lines 28- 
34. US'999 further teaches that the patented composition can be formulated in various 
dosages forms suitable for not only systemic (e.g. oral , intravenous) administrations but 
also topical and transdermal administrations, see column 8, lines 50-59. 

All the critical elements are well taught by the cited reference and thus, the 
claimed invention is not patentably distinct over the prior art of the record. 
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It is noted that the recitation(i.e. for reducing the occurrence of acne scarring) 
has not been given patentable weight because the recitation occurs in the preamble. A 
preamble is generally not accorded any patentable weight where it merely recites the 
purpose of a process or the intended use of a structure, and where the body of the 
claim does not depend on the preamble for completeness but, instead, the process 
steps or structural limitations are able to stand alone. See In re Hirao, 535 F.2d 67, 190 
USPQ 15 (CCPA 1976) and Kropa v. Robie, 187 F.2d 150, 152, 88 USPQ 478, 481 
(CCPA 1951). 

Blank et al(US'894) teaches a composition for undesirable skin conditions, 
wherein the composition comprising (a) salicylic acid ; (b) an anti-inflammatory agent 
and (c) a pharmaceutically acceptable carrier, see claim 1. 

As evidenced by applicant's own admission, salicylic acid is an effective NF-kB 
inhibitor(see instant specification at page 20, lines 8-10. And thus, the patented 
composition is well commensurate with the instant invention. 

Bernard et al(US'921 ) teaches a composition for skin conditions, wherein the 
composition comprising (a) quercetin (b) tocopherol, ascorbic acid, or retinol, see 
claims 1 and 9. US'921 further teaches a dermatologically acceptable carrier, see 
column 5, lines 10-20. As mentioned earlier in 102 rejection over Murad(US'999), 
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tocopherol or ascorbic acid are well known anti-inflammatories, and thus the claimed 
invention is well anticipated by the cited reference(US'921). 

Conclusion 

1 . US541 1 742(Sebag et al) is particularly pertinent to the claimed invention, see 
claims 1 and 1 1 . 

2. No claim is allowed. 

3. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Vickie Kim whose telephone number is 571-272-0579. 
The examiner can normally be reached on Tuesday-Friday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Chris Low be reached on 571-272-0953. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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